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09/289.346 



Examiner 

Georgia L Helmer 



Applicant(s) 

HANLEY-BOWDOIN ET AL. 



Art Unit 

1638 



ZTr he MAILING DATE of this comm unication appears on the cover sheet with the correspondence address -- 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

Einsfns oltime m be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be t.mely filed 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 22 July 2002 . 
2aM This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomnal niatters Prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11 , 453 O.G. 21 3, 
Disposition of Claims 

4) 13 Claim(s) 42-48 and 50-54 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim(s) 42 47.48.50.51 and 54 is/are allowed. 

6) 13 Claim(s) 43-46.52 and 53 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are; a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
IDD The proposed drawing correction filed on is: a)D approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
um Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 
15)0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) D Notice of References Cited (PTO-892) 4)0 Interview Summary (PTO^I 3) Paper No(s) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) U Other: 
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OFFICE ACTION 
Status of the Claims 

1 . The Office acknowledges receipt of Applicants Response; dated 22 July 2002, 
paper number 18. 

2. Applicant has amended claims 42-48, and 50-54, and canceled claims 49 and 
55. Claims 1-41 and 56-59 have also been canceled. Claims 42-48, and 50-54 are 
pending. Claims 42-48, and 50-54 are examined in the instant action. 

3. This action is made FINAL necessitated by Applicant's amendment. 

4. All rejections not addressed below have been withdrawn. 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Objections 

6. Claims 44-46 and 53 objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. It is unclear 
whether the specific limitation of the claim (such as trans-dominant negative mutant in 
claim 44) is in addition to the limitations of claim 42, on which it depends. If it is not 
subject to the limitations of claim 42, then claim 44 fails to further limit claim 42. These 
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objections could be obviated by amending the claims to recite specific SEQ ID Nos, as 

appropriate for the claim. 

Claim Rejections - 35 USC § 112, second paragraph 

7. Claims 43-46 and 53 are rejected under 35 U.S.C. 112, second paragraph. 
In claim 43, the "A" should be removed. 

In claims 44-46, it is unclear whether all sequences in claim 42 are trans- 
dominant negative, or whether the trans-dominant negative AL1 protein of claim 44 is in 
addition to the mutation of claim 42. Is the applicant further characterizing SEQ ID NO: 
2-8? 

Claim 53 has a similar problem. Is the AL1 protein with increased repression of 
transcription in addition to the trans-dominant negative mutant AL1 protein of claim 42? 
Or is this further characterizing of the sequences listed (2-10)? 

Correction or clarification is required. 

35 U.S.C. 112, first paragraph 
8. Claims 44-46, 52 and 53 remain rejected under 35 U.S.C. 112, first paragraph, 
for reasons of record. Since no traversal is presented, this rejection is being 
maintained. 

Remarks 



9. Claims 42, 47, 48, 50, 51 , and 54 are allowed. 

1 0. Applicant's amendment necessitated the new ground(s) of rejection presented i 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 1 Any inquiry concerning this communication or earlier communications frorn the 
examine? Should be directed to Georgia L. Helmer whose telephone number .s 703-308- 
7023. The examiner can normally be reached on 8:30 - 5.UU. pvaminer's 
If attempts to reach the examiner by telephone are unsuccessful, the examiner s 
superv soTAmTNelson can be reached on 703-306-3218. ^he fax Phone nu^^^^^^^^^^ 
the organization where this application or proceeding is assigned ^.^^ 703-308-4242 for 
regular communications and 703-308-4242 for After Final communications, 
regular comm ^^^^^^ ^^^^^^ ^^^^^.^^ ^^^^^^ ^^,3 ? ons 

proceeding should be directed to the receptionist whose telephone number is 703-308- 
0196. 



Georgia L. Helmer 
Patent Examiner 
Art Unit 1638 
October 21 , 2002 
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